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Office Action Summary 



Application No, 
09/375,239 



Applicant(s) 



Musso et al. 



Examiner 



Rabon Sergent 



Art Unit 

1711 




. The MAILING DA TE of this communication appears on the cover sheet W ith the correspondence address - 

MONTH(S) FROM 



P ^'^H f 0RTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE _three 
-rue maii iMfi DATE OF THIS COMMUNICATION. 
E Zfols of t im e I!y be avai.abie undo, the provisions of 37 CFR 1 .1 36 <a>. .n no event, however, may a re P ,y be t, me ,y f,.ed 

lf CSEES'ES within the statutory mining of thirty ,30, days W 

. „ NO reriSTofrSis specified above, the maximum statutory period wi„ a PP ,y and wi.l expire SIX ,6) MONTHS from the mai.ing date of th,s 
communication. etat .it« mhw the annlication to become ABANDONED (35 U.S.C. § 133) 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status , 

1 ) 53 Responsive to communication(s) filed on Aug 3, 2001 . . 



2a) □ This action is FINAL. 



2b) 53 This action is non-final. 



3,D Since this application is in condition for allowance except ^^^^^T^ ^ ^ " 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. n J. 



Disposition of Claims 

4)53 rioir^fc) 7-r M. 12-18. 22, and 23 



4a) Of the above, claim(s) 
5)D Claim(s) . 



6) El 1-n in. 12-18. 22, and 23 

7) D Claim(s) . . 

8) □ Claims __ 



is/are pending in the application, 
is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9)D The specification is objected to by the Examiner 



is/are objected to by the Examiner. 



is: a)D approved b)D disapproved. 



10)D The drawing(s) filed on _ 

1 1 )□ The proposed drawing correction filed on , 

1 2) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 qrhcp fiiiQ[ fl )(dl 

1 3) 53 Acknowledgement is made of a claim for foreign pnor.ty under 35 U.S.C. § 1 1 9(a) Id). 

a) 53 All b)D Some* c)D None of: 

1 . 53 Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. 

3. □ Copies of the certified copies of the priority ,n Nati ° na ' 51396 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

18) □ Interview Summary (PTO-413) Paper No(s). 

19) □ Notice of Informal Patent Application (PTO-1 52) 

20) □ Other: 




Application/Control Number: 09/375,239 
Art Unit: 1711 



Page 2 



1. Claims 1-3, 10, 12-18, 22 and 23 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Within claim 1, the language pertaining to sections (2) and (4) renders the claims 
indefinite, because composition X is being modified by two different weight percent values. It is 
unclear how one is to be interpreted in view of the other. The language is analogous to the 
improper practice of claiming a range within a range in the same claim. 

Within composition XIII of claim 18, no percent value is specified for the pentane 

component. 

Within claims 15 and 16, it is unclear how to interpret the polyol limitation when 
thermoplastic polymers are used, which do not rely upon polyols. 

Within claims 12, 18, 22 and 23, applicants have claimed compositions which encompass 
other claimed compositions within the claim. For example, see compositions I and A. It is 
unclear if the narrow composition is to modify the broad composition. Again, this is considered 
to be analogous to claiming a range within a range within the same claim. 

Within claims 14 and 15, it is unclear how to interpret the water limitation when 
thermoplastic polymers are used, since these polymers may not utilize water for foaming. 

Within claims 1, 2, 18, 22 and 23, despite applicants' response, applicants have used the 
wrong structural formula in connection with the recited compound name. Furthermore, 
applicants have recited the wrong formula for the compounds within the response at pages 1 5 and 
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16. Applicants are invited to compare H) in claim 3 with VIII in claim 1 . The structure for 1- 
difluoromethoxy -1,1,2, 2-tetrafluoroethyl difluoromethyl ether is HCF 2 OCF 2 CF 2 OCF 2 H, and 
the structure for difluoromethoxy - bis (difluoromethyl ether) is HCF 2 OCF 2 OCF 2 H. Applicants 
are required to check and correct all recitations of the compound with its structure. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the Un.ted States. 

3. Claims 1-3, 12, 13 and 23 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Klug etal. ('882 or '016 or '931). 

Patentees disclose azeotropic compositions and their use as blowing agents for 
polyurethanes and polyolefins wherein compositions which correspond to applicants' 
compositions; IV, V, D, and E; are disclosed. See abstract. Since azeotropic compositions are 
disclosed, applicants' percent compositions are considered to be inherently met by the references. 

4. Applicants have argued that Klug et al. do not disclose that the compositions will function 
as substitutes for CFC-1 1 . In response, patentees' compositions are disclosed as being 
azeotropic; therefore, they comprise the same components in the same amounts as applicants' 
azeotropic compositions and, consequently, will inherently function as blowing agents to the same 
extent as applicants' compositions. Additionally, it is unclear with respect to exactly what 
patentable limitation the language pertaining to CFC-1 1 substitution conveys to the claim. 
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5. Since the prior art rejection is anticipatory, the 37 CFR 1.132 declaration is ineffective to 
remove the rejection. Furthermore, even if the rejections were obviousness rejections, the 
showing of the declaration are not commensurate in scope with the claims. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (703) 308-2982. 




RABON SERGENT 
PRIMARY EXAMINER 



R. Sergent/om 
November 21, 2001 



